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PATENT PROTECTION THROUGH INTERIM INJUNCTIONS:
ADDING STING TO THE ENFORCEMENT OF INDIAN
PATENT LAW
Ashutosh Kumar*
The author argues that the standardsgoverning the grant of an interim
injunction must be reassessed in light of the growing importance of the
interim injunction as a tool of resolving patent infringement litigation.
He suggests that the standards applied in civil litigation generally are
inappropriatebecause offour factors that qualitativelydistinguish patent
infringement litigation from civil litigation. The author proposes the
acceptanceof the model envisaged by Lord Diplock in American Cyanamid
v. Ethicon as the appropriate model to govern injunctions in patent
infringement litigation, and argues that a lower standard of primafacie
case is more consistent with this qualitative distinction that patent
infringement litigationundoubtedly requires Courts to make. In doing so,
the author also traces the development of the law on Cyanamid in both
Britainand India, and concludes that while the preponderanceof authority
favours Cyanamid, there is certainly room for an authoritative
pronouncement to this effect.
203

I.

INTRODUCTION

II.

JUDICIAL STANDARDS FOR ADMINISTRATION OF INTERIM INJUNCTIONS

III.

THE PRO-CYANAMID APPROACH

IV.

THE ANTI-CYANAMID APPROACH

V.

THE PRO-CYANAMID PERSPECTIVE Is BETTR

VI.

PATENT PROTECTION THROUGH INTERIM INJUNCIONS - THE CASE FOR INDEPENDENT

........................................................

.................................................210
..................................

........

.......
......................

VII. CONCLUsION ....................................

214

....................... 215

AND MORE MODERATE JUDICIAL STANDARDS ........................

*

................... 204

216
219

III Yea, B.A.LLB.(Hons.). Student, National Law Schoolof India University, Dangalore.
202

Patent Protection through Interim Injunctions

I. INTRODUCTION
The sustained growth and vitality of India's patent law regime is premised
on the establishment of efficacious remedies for the protection of patents. However,
on account of the tedious litigation process in India, the protection of the rights of
patent holders remains an area of concern for policy makers and judges alike. The
judicial system in India has a staggering backlog of almost 7.5 million cases of
civil litigation pending before the subordinate courts, and 3 million before the
High Courts.' If this massive backlog is considered in light of the long and technical
nature of patent infringement litigation, it becomes easier to understand the reasons
that prevent patent holders from obtaining quick and final remedies for the
infringement of their patents.
The legal protection of patents is an important concern for developing
economies. It provides critical incentives and assurances for innovators and ensures
the continued growth of technological inputs. The economies that do not have the
support of a strong system of legal protection for patents tend to suffer from slow
technological progress and limited economic growth. Therefore, the protection of
patents through a strong legal system is a critical prerequisite to technological
and economic growth for India. However, the judicial system in India is afflicted
with backlog and does not provide optimal judicial infrastructure for the protection
of patents. The inherent problems of the judicial system in India can thus become
a crippling hindrance to economic progress.
The resolution of the problem of backlog in the judicial system in India
would require the complete restructuring of prevailing legal practices. However,
the urgent need for national economic growth would not be satisfied with such a
protracted solution. The immediate need for protection of patents would have to
be satisfied through other, more provisional measures that would ensure efficacious
patent protection on an immediate basis. The most effective solution for the present
problem of protection of patents is to use the relief of interim injunctions for the
protection of patent rights during the course of long and tedious patent
infringement litigation. The relief of interim injunction allows the court to prevent
the infringement of the affected patent even before the final determination of the
legal rights of the patent holder. The benefit derived from this intervention is that
the patent holder can continue to enjoy the fruits of his patent without interference
on account of the pending litigation. The life of a patent is limited to 14 years in
most circumstances. The patent holder must exploit the various exclusive rights
accruing from the patent in this limited period alone. However, if there is an
1.

SUPREME COURT NEWS JOURNAL (2007).
203

Vol. 20 (2)

NationalLaw School of India Review

20 08

infringement of the patent in this period, then the exclusive rights of the patent
holder are violated and he loses the substantive value of the patent. If the patent
holder is to enjoy the benefits of his patent without substantial losses on account
of infringement, all cases of infringement must be prohibited at the start. The relief
of permanent injunction at the end of the litigation process would be too belated
to achieve this purpose. However, the relief of an interim injunction can fulfil this
vital requirement. It is also important to note that the administration of interim
injunctions is a matter of judicial discretion and the court can reject an application
for an interim injunction after considering all relevant factors such as public interest,
economic impact etc. It is possible for the court to maintain a flexible practice in
respect of granting interim injunctions and this is another important incentive for
choosing interim injunctions as the principal means of patent protection. Therefore,
interim injunctions that can prevent the infringement of patents on an immediate
basis and throughout the course of the litigation process are the best available
means of protecting patents in a meaningful manner. This essay describes the

current judicial standards applied to administer interim injunctions in civil
litigation and argues for the adoption of independent, more moderate judicial
standards for administration of interim injunctions in patent infringement
litigation.

II. JUDICIAL STANDARDS FOR ADMINISTRATION OF
INTERIM INJUNCTIONS
The power of the Civil Court to grant interim injunctions is found in Order
XXXIX of the Code of Civil Procedure, 1908. The intended consequence of an
interim injunction is the maintenance of status quo between the litigants during
the course of litigation. The purpose of maintaining such status quo is to ensure

that a vulnerable litigant does not suffer irreparable damage on account of the
alleged illegal activities of the other litigants during the course of litigation. An
interim injunction cannot be claimed as a matter of right, and can be secured at the
discretion of the judge alone. The judge is required to consider the relevant facts
before the court and then decide if an interim injunction is an appropriate relief
for the concerned litigant. If the alleged illegal actions of the other litigants could
render the litigation altogether futile, then the relief of interim injunction could
become vital in preserving the real substance of the litigation.
The discretion of the judge in granting an interim injunction is not regulated
by statute, and the provisions of Order XXXIX are silent about the standards
2.

Order XXXIX Rule 1 & 2, Code of Civil Procedure, 1908.
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governing this discretion However, just as the exercise of executive discretion is
subject to minimum standards, the exercise of this judicial discretion is subject to
certain minimum judicial standards as well. The decisions of the Supreme Court
in the past few decades reveal that a formal judicial standard has been established
for the exercise of judicial discretion with respect to granting interim injunctions.
The Supreme Court has repeatedly held that an interim injunction cannot be
granted except on the concurrent satisfaction of three binding conditions - (i) the
presence of a primafacie case in favour of the litigant seeking the injunction; (n) the

reasonable chance of irreparable damage being done to the litigant seeking the
injunction if the injunction is not granted; and (iii) the damaging effects of the
injunction being minimal for the other litigants so that the "balance of convenience"
lies in favour of the litigant seeking the interim injunction. However, due to the
absence of lucid and consistent postulation of these judicial standards, several
High Courts and the Supreme Court itself have taken differing views in respect of
the meaning and the application of these judicial standards.
The interpretation and application of the first of the above conditions - the
presence of a prmafacrecase has been the principal cause of controversies in India
and the United Kingdom (UK). The law relating to interim injunctions in the UK
has undergone a complete metamorphosis after the decision of the House of Lords
in American Cyanamid Co. v. Ethicon Ltd.5 The novel approach of the House of
3.

4

5

Sm J.G. WoODRoFFE, TnE LAw RELATING To INJUNCTIONS IN INDIA 55-56 (S.K Roy
Chowdhury & H.K. Saharay eds., Calcutta 1992), Shiv Kumar Chadha v. Municipal
Corporation of Delhi, (1993)3 S.C.C 161 [Supreme Court]; J-industan Petroleum Corp.
Ltd. v. Sri Snaman Narayan & Anr, AIR. 2002 SC 2598. [Supreme Court]
For differing opinions of the Supreme Court see Colgate Palmolive India Ltd v.
Hindustan Lever Ltd, A.I.R. 1999 S.C. 3105 [Supreme Court] and United Commercial
Bank v. Bank of India, A.LR. 1981 S C 1426 [Supreme Court] as compared to Wander
Ltd v Antox India Pvt. Ltd. (1990) Supp. 1 S.C.C 727 [Supreme Court]; Ramdev Food
Products Pvt. Ltd. v.Arvindbhai Rambhai Patel, A.1 R 2006 S.C 3304 [Supreme Court],
Uniply Industries Ltd. v. Unicom Plywood Pvt. Ltd, A.I.R. 2001 S.C. 2083 [Supreme
Court] and Satyam Infoway Ltd. v. Sifynet Solutions Pvt. Ltd, A E R 2004 S.C. 3540
[Supreme Court].
For differing opinions of the High Courts see FX Huemer v. New Yash Engineers,
A.LR. 1997 Del 79 [Delhu High Court] and F D.C. Ltd v Sanjeev Khandelwal, 2007
(35) PTC 436 (Mad) [Madras High Court] as compared to Bajaj Auto Ltd. v.TVS Motor
Company Ltd., O.A No. 1357 of 2007 in C.S. No. 1111 of 2007 (Madras High Court)
and F. Hoffman-La Roche Ltd. and Am. v. Cipla Ltd., 148 (2008) D.L.T. 598 [Delhi
High Court].
For conflicting viewpoints in the same judgment of the Supreme Court see the decision
rendered by Ramaswamy J. in Dalpat Kumar v. Prahlad Singh, (1992) 1 S.C.C. 719
[Supreme Court]
American Cyanamid Co v Ethicon Ltd, [1975] A.C. 396.
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Lords in American Cyanamid has had a positive impact on patent infringement
litigation, as it has made it easier for patent holders to obtain interim injunctions
and protect their patents during the course of litigation. However, the Supreme
Court has been reluctant to follow this new approach in India and has persisted
with the older and more rigid interpretation of 'primafacie case' - establishing a
'strong' case and a good chance of success at trial, on the basis of pre-trial evidence.
It is important to note that certain recent decisions of the Supreme Court have
acknowledged the decision in American Cyanamid and have accepted the same as
applicable in India. However, the interpretation and application of the decision in
American Cyanamid differs to a great extent in India and the UK and has been the
cause of much speculation and doubt.
The position of law in the U.K. and the course of its development are useful
tools in understanding the Indian position of law, and its impact on the enforcement
of patent rights through interim injunctions. The position of law relating to interim
injunctions in the UK prior to American Cyanamid was rather similar to the position
in India. The most illustrative case in this respect is the decision of the House of
Lords in J.T Stratford and Sons v. Lindley.' In J.T Stratfordand Sons, the House of
Lords rejected an application for an interim injunction in respect of a trade dispute
on the ground that the litigant seeking the interim injunction (Lindley) had not
been able to establish a prima facie case. The House of Lords held that the
requirement of primafacie case would necessitate that the litigant establish the
legal rights that are in dispute in the litigation, on the basis of pre-trial evidence.
In this case, the House of Lords held that the litigant had not established that the
provisions of the Trade Disputes Act, 1906 were applicable and that the legal rights
in dispute under the provisions of that statute were available to him. Therefore,
the House of Lords held that the litigant had not established a primafacie case and
an interim injunction could not be granted. The decision in J.T Stratford and Sons
reflects the extreme position of law in respect of interim injunctions in the UK.
The subjective and flexible nature of the judicial discretion in respect of
administering interim injunctions was made subject to several rigid judicial
standards that could not be circumvented in suitable circumstances.
The trend of following stricter judicial standards regulating judicial
discretion in respect of administering interim injunctions was a cause of substantial
concern and the same was expressed in the decision of the Court of Appeal in
Hubbard v. Vosper7 In this case, the Court of Appeal rejected an application for an

6.
7.

J.T. Stratford and Sons v. Lindley, [1965] A.C 269.
Hubbard v. Vosper, [197212 W.L.R. 389.
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interim injunction prohibiting the publication of copyrighted and confidential
material on the ground that the litigant seeking the interim injunction did not
have a strong primafade case on account of the substantial defences available to
the opposing litigant in law and equity that would protect the opposing litigant at
trial. The Court of Appeal held that the establishment of a primafacieright and an
arguable case were not sufficient in all cases to establish a primafacie case. The
Court of Appeal stated that the relief of an interim injunction is flexible and
discretionary in nature, and so should be granted after a comprehensive
understanding of the complete litigation. The approach in Hubbard was a deliberate
attempt to move away from the rigid standards prescribed in J.T. Stratford and
Sons, and restore the flexible nature of the judicial discretion governing the
admirustering of interim injunctions. However, it was held that a mere primafacie
right and arguable case is not sufficient to constitute a prmafacie case and this
particular viewpoint was reversed in American Cyanamid.
The decision of the House of Lords in American Cyanamid Co. v. Ethicon
Ltd.' is the most important decision in the development of the law in respect of
interim injunctions in the U.K In this case, the House of Lords allowed an
application for an interim injunction prohibiting the infringement of a patent in
respect of surgical sutures. The House of Lords criticised the rigid judicial standards
governing the administration of interim injunctions and emphasized the flexible
nature of the judicial discretion in administering interim injunctions. However,
the most fundamental change brought about through this decision was the
reinterpretation of the requirement of establishing a primufacie case to mean the
establishing of a mere triable issue or bonafide dispute. The assessment of the relative
strengths of the cases of the litigants was reduced to the status of a mere tie-breaking
factor that was considered in order to resolve the balance of convenience in favour
of one of the litigants. The litigant seeking the interim injunction was no longer
required to establish his legal rights before trial on the basis of untested pre-trial
evidence, and it was sufficient if the litigant could show a real and substantial
legal dispute. The decision of the House of Lords had an immense and beneficial
impact on civil litigation and patent infringement litigation in particular. It was
now much easier for patent holders to secure interim injunctions without the
burden of proving their patent rights on the basis of technical and untested pretrial evidence. The benefits of the approach adopted in American Cyanamid were
apparent in patent infringement litigation and the decision is now recognised as
postulating the general position of law in respect of interim injunctions in the
U.K. 9
8 American Cyanamid Co. v. Ethicon Ltd., [1975] A.C. 396.
9. Leo Laboratories Ltd. v. Sandoz Ltd, [2008] EWHC 541 (Pat).
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In the aftermath of the decision of the House of Lords in American Cyanamid
there was substantial disagreement about the exact meaning of the decision. There
was increasing criticism of American Cyanamid on account of the extreme change
brought about in the law relating to interim injunctions. The principal issue of
disagreement was the reduction in the status of the assessment of the relative
strengths of the cases of the litigants to a mere tie-breaking factor in administering
interim injunctions.
The decision of the Chancery Court in Series 5 Software Ltd. v. Clarke &
Ors.1o was an important decision from the perspective of reconciling the decision
in American Cyanamidwith other decisions relating to interim injunctions However,
the actual impact of the decision in Series 5 Software on the approach adopted in
American Cyanamid resulted in an important alteration of the approach itself. In
this case, the Chancery Court rejected an application for an interim injunction
prohibiting the misuse of software belonging to the litigant seeking the interim
injunction (Series 5 Software Ltd.) on the ground that the balance of convenience
was not in favour of the litigant seeking the interim injunction. The Chancery
Court held that the decision in American Cyanamid did not overturn the existing
position of the law in respect of interim injunctions insofar as the flexible nature
of the judicial discretion to administer interim injunctions was concerned. The
real consequences of the decision in American Cyanamid were to abolish the rigid
judicial standard of a primafacie case that required the litigant to establish his legal
rights on the basis of untested pre-trial evidence and to replace this standard with
the more moderate standard of a triable issue or a bonafide dispute. The Chancery
Court further held that the abolishing of this rigid rule did not mean that the court
was barred from considering the relative strengths of the cases of the litigants.
However, at this vital juncture, the Chancery Court changed its approach from
the approach adopted in American Cyanamid and held that a court was supposed
to assess the relative strengths of the cases of the litigants in all cases where it was
possible to ascertain the same. This was a strong deviation from the decision in
American Cyanamid that had reduced the assessment of the relative strengths of
the cases of the litigants to the status of a mere tie-breaking factor in order to
resolve the balance of convenience in favour of a litigant. The decision of the House
of Lords in American Cyanamidhad sought to avert the undesirable practice of the
courts to examine evidence on merits before trial in order to determine the presence
of a prmafacie case through reducing the assessment of the relative strengths of
the cases of the litigants to the status of a mere tie-breaking factor in respect of
resolving the balance of convenience in favour of a particular litigant. However,
the decision in Series 5 Software reinterpreted the continued existence of this factor
10. Series 5 Software Ltd. v. Clarke &Ora., [1996 1 All E.R. 853.
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as justification for considering the factor as an independent consideration in the
administration of interim injunctions. This modified approach was far from

consistent with the approach adopted in American Cyanamid
The decision in Series 5 Software reconciled certain inconsistencies between

the decision in American Cyanamid and other decisions in respect of interim
injunctions. However, it also morphed the approach adopted in American Cyanamid

through the addition of a supplemental consideration. The approach adopted in
American Cyanamtd and not the interpretation suggested in Series 5 Software
constitutes the accepted position of law in respect of interim injunctions and is
reflected in current decisions of various courts. It would be useful to look at the
decision of the Patents Court of the Chancery Division of the High Court m Servier
Laboratories Ltd. v. Apotex Inc.,n as a recent example of the beneficial impact of
the decision in Amencan Cyanamid on patent infringement litigation. In this decision,
the Patents Court allowed an application for an interim injunction restraining sale,
import and disposition of a generic drug that infringed the patent of the litigant
seeking the interim injunction (Servier Laboratories).It is important to note that the
evidence produced on behalf of the litigant seeking the interim injunction had
several infirmities and could not form a convincing case. However, it was held
that a primafacie case was established as per the requirement in Amencan Cyanamid,
as the litigant seeking the interim injunction had established the presence of a
bonafide dispute or a triable issue between the litigants. Therefore, though the
evidence produced was not convincing, the court was bound to acknowledge the
establishment of a primafacie case and grant an interim injunction, subject to other
conditions. The decision in Servier LaboratoresLtd. is an example of the protection
afforded to the rights of the patent holder through interim injunctions administered

on the basis of the more moderate judicial standards expressed in the decision in
American Cyanamid. The increased protection for patent rights that accrues from
the adoption of such an approach for administering interim injunctions is beneficial

for the sustained growth and vitality of the patent law regime.
The position of law relating to interim injunctions in India has remained
ambiguous and doubtful even after the decision of the House of Lords M American
Cyanamid. The decisions of the Supreme Court have followed two different and

conflicting approaches that have either supported or opposed the approach
adopted in American Cyanamid.It would be convenient to refer to these as the proCyanamid and the anti-Cyanamid approaches.

11

Servier Laboratories Ltd. v. Apotex Inc., [2006] EWHC 2137 (Pat).
209

Vol 20(2)

National Law School ofIndia Review

III. THE PRO-CYANAMID

2008

APPROACH

The noted decisions of the Supreme Court in United Commercial Bank v.
Bank of India," Colgate Palmolive India Ltd. v. Hindustan Lever Ltd.," Power
Control Appliances v. Sumeet Machines Pvt. Ltd., 4 SM Dyechem Ltd. v. Cadbury
(India) Ltd.," Cadila Health Care Ltd. v. Cadila Pharmaceuticals Ltd.,'6
Transmission Corporation of Andhra Pradesh Ltd. v. Lantco Kondapalli Power Pvt.
Ltd., 7 and M. Gurudas v.Rasaranjan" claim to follow the decision of Lord Diplock
in American Cyanamid. However, it is important to note that the actual interpretation
of the requirement of a prima facie case as adopted in decisions such as Cadila

Health Care Ltd, M/s SM Dyechem Ltd. and Power Control Appliances is in fact different
from the interpretation adopted in American Cyanamid. The apparent
misrepresentation is even more surprising if it is noted that the decision in Power
Control Appliances has been cited in Colgate Palmolive in support of the approach

adopted in American Cyanamid
In United Commercial Bank v. Bank of India, the Supreme Court rejected
an application for an interim injunction prohibiting the respondent from recalling
certain payments made "under reserve" in the course of a letter of credit transaction.
The Supreme Court held that the appellant was unable to demonstrate a bonafide
legal dispute between the litigants and on that basis could not establish a prima
fade case. The respondent was exercising its undisputed legal right to recall the
payment made "under reserve" in the course of the letter of credit transaction and
there could be no bonafide legal dispute in respect of this action. The Supreme
Court in United CommercialBank stated that establishing a prnmafacwe case required
establishing only a mere bonafide dispute or a serious issue and nothing more. The
decision in United Commercial Bank came after the decision in American Cyanamzd
and followed the same basic interpretation of the requirement of a primafacie case

12. United Commercial Bank v- Bank of India, A.I.R, 1981 S.C. 1426 [Supreme Court],
13. Colgate Palmolive India Ltd. v. Hmdustan Lever Ltd., A.I.R. 1999 S.C. 3105 [Supreme
Court].
14. Power Control Appliances and Ors. v Sumeet Machines Pvt. Ltd., (1994) 2 S.C.C 448
[Supreme Court].
15. M/s SM Dyechem Ltd. v. M/s Cadbury (India) Ltd., 2000 (4) S.C.A.L.E. 713 [Supreme
Court].
16. Cadila Health Care Ltd. v.Cadila Pharmaceuticals Ltd , 2001 (3) S C.A.L E 98 (Supreme
Court].
17. Transmission Corporation of Andhra Pradesh Ltd. and Ors. v. Lanco Kondapalli Power
Pvt. Ltd, (2006) 1 S.C.C. 540 [Supreme Court].

18. M.Gurudas and Ors. v.Rasaranjan and Ors., A.I.R. 2006 S.C. 3275 [Supreme Court]
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as stated in that decision. However, the Supreme Court did not place reliance on
American Cyanamid and followed its own independent reasoning to arrive at a
similar conclusion.
The next important decision of the Supreme Court was the decision in Power
Control Appliances v. Sumeet Machines Pvt. Ltd. that cited and approved the
decision in American Cyanamid. In Power Control Appliances, the Supreme Court
allowed an application for an interim injunction prohibiting the infringement of
the trademark and copyright vested in the appellant. The Supreme Court approved
the decision in American Cyanamid in express terms and then purported to follow
the approach adopted in American Cyanamid. However, the Supreme Court also
followed an earlier decision of the Madras High Court" that stated that the litigant
seeking an interim injunction would have to establish that his legal right had been
infringed, and that he would win at the trial m all likelihood. It is obvious in the
context of these two conflicting approaches that the Supreme Court in Power Control
Appliances had not made a genuine transition towards adopting the approach in
American Cyanamid.The Supreme Court had purported to approve of and espouse
the approach in American Cyanamid but had not adopted the triable issue/serious
dispute interpretation of the requirement of a pnmafacie case. The litigant seeking
an interim injunction still had to establish his legal right on the basis of pre-trial
evidence and then demonstrate a good chance of success at trial to establish a
prima facie case. However, what is even more surprising is the reliance of the
Supreme Court in the decision in Colgate Palmolive on the decision in PowerControl
Appliances for supporting the adoption of the approach in American Cyanamid.
Perhaps the most important decision of the Supreme Court in favour of the
approach in American Cyanamid is the decision in Colgate Palmolive India Ltd. v.
Hindustan Lever Ltd. The decision follows the same rationale as followed in United
Commercial Bank but also adopts the approach in American Cyanamid in an express
manner. In this case, the Supreme Court reversed an order of interim injunction
granted by the MRTP Commission on account of absence of materials constituting
a bonafide legal dispute or triable issue. The Supreme Court held that the
requirement of establishing a prima facie case would be satisfied if the litigant
seeking the interim injunction could establish a mere triable issue or a serious
legal dispute between the litigants. The Supreme Court approved of the decision
in American Cyanamidas postulating the correct position of law in respect of interim
injunctions and the requirement of establishing a primafacie case in particular. The
decision of Laddie J.in Series 5 Software v. Clarke that had reconciled the decision
19. K.E. Mohammed Aboobacker v. Nanikram Maherchand and Ant, 1957 (II)Mad.L.J.
573 (Madras High Court].
2n1
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inAmerican Cyanamidwith earlier decisions in the UK was also approved. However,
it is not clear if the Supreme Court had recognised the deviation made in Senes 5
Software from the approach adopted in American Cyanamid and had adopted the
modified approach in lieu of the original approach in American Cyanamid.There is
no express mention of the deviation in Series 5 Software in the decision in Colgate
Palmolive but it can be assumed on the basis of the strong support for the decision
in Series 5 Software that the modified approach in that case had found favour with
the Supreme Court.
The decisions of the Supreme Court in SM Dyechem Ltd. v. Cadbury (India)
Ltd., and Cadila Health Care Ltd. v. Cadila Pharmaceuticals Ltd. are two decisions
subsequent to Colgate Palmolive that cite and purport to follow Colgate Palmolive
and American Cyanamid. However, these decisions are more consistent with the
older interpretation of the requirement of a prima facie case than the interpretation
adopted in Colgate Palmolive. Both SM Dyechem Ltd. and Cadila Health Care Ltd
are decisions in respect of applications for interim injunctions prohibiting
trademark infringement and passing off. SM Dyechem Ltd. is an earlier decision
that is followed by Cadila Health Care Ltd. in respect of the issue of interim
injunctions but is overruled in respect of issues pertaining to trademarks. In SM
Dyechem Ltd., the Supreme Court stated that the position of law prior to American
Cyanamd was that the court would require the litigant to establish a primafacte
case as opposed to a mere triable issue before granting an interim injunction in
a trademark matter. The Supreme Court further stated that this position of law
had not changed after American Cyanamid and placed reliance on Series 5 Software
for this proposition. The Supreme Court concluded that it was necessary for the
court to go into the issue of the comparable strengths of the cases of the litigants
and decide if the litigant seeking the interim injunction had a primafacie case on
that basis. However, a closer analysis of Series 5 Software and Colgate Palmolive
would reveal the flaw in the reasoning adopted in SM Dyechem Ltd. The Supreme
Court in SM Dyechem Ltd. was not incorrect in pointing out that the decision of
Laddie J. in Series 5 Software had stated that American Cyanamid had not altered
the existing law in respect of interim injunctions. However, the existing position
of law in respect of interim injunctions that Laddie J. had referred to was not the
position of law that required the litigant seeking the interim injunction to establish
a primafacie case on the basis of the relative strengths of the cases of the litigants.
Laddie J. had referred to the existing position of law in the UK that allowed the
court to follow flexible and subjective guidelines to administer interim
injunctions. It was through this blunder that the Supreme Court purported to
find authoritative sources for stating that it was necessary for the court to go
into the issue of comparable strengths of the cases of the litigants in order to
decide if the litigant seeking an interim injunction had established a prim facie
212
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case. However, what is even more unfortunate is that the Supreme Court did
not pay proper attention to its own decision in ColgatePalmolivethat had analysed
and interpreted the decision of Laddie J. in a commendable manner. If due
attention was given to the analysis in Colgate Palmolive, then it would not have
been possible for the Supreme Court to make such an unfortunate blunder. The
decision of the Supreme Court in SM Dyechem Ltd. was considered as having
laid down the position of the law in respect of interim injunctions in trademark
matters and the flawed decision in SM Dyechem Ltd. was followed in the later
decision of the Supreme Court in Cadila Health Care Ltd. The avoidable blunder
of the Supreme Court in SM Dyechem Ltd. caused the position of law in respect
of interim injunctions to revert to the position prior to the approach adopted in
Colgate Palmolive
The more recent decisions of the Supreme Court in Transmission
Corporation of Andhra Pradesh Ltd. v. Lanco Kondapalli Power Pvt. Ltd., and M.
Gurudas v. Rasaranjan reflect the anomalous position adopted in SM Dyechem
Ltd, and Cadzla Health Care Ltd. The decision of the Supreme Court in Transmission
Corporation was based on a direct application of the decisions in SM Dyechem
Ltd and Cadila Health Care Ltd., and required the court to engage in an
investigation into the relative strengths of the cases of the litigants. The same
position seemed to be adopted in the decision in M Gurudas, except that the
Supreme Court also prescribed the requirement of a bonafide contention and a
serious question in addition to the requirement of a prima fade case. This new
prescription added more impetus to the substantial confusion prevalent as it
became unclear as to if primafade case was distinct from a bonafide contention
and a serious question, and if both conditions required were in order to obtain
an interim injunction
It is important to note that the Madras High Court in Bajaj Auto v. TVS
Motors" has also attempted to adopt a more moderate judicial standard for
administering interim injunctions in patent infringement litigation. However, the
Madras High Court has not followed the approach in American Cyanamid or Colgate
Palmoliveand instead has relied on a recent amendment to the Patents Act, 1970 as
the justification for adopting a more moderate judicial standard for administering
interim injunctions. A much more promising attitude towards the approach in
American Cyanamid can be found in the recent decision of the Delhi High Court in
F. Hoffman-La Roche Ltd. v. Cipla Ltd.' The decision was concerned with an
20. Bajaj Auto v. TVS Motors, O.A. No. 1357 of 2007 in C.S. No. 1111 of 2007 [Madras

21

High Court].
.Hoffman-La Roche Ltd. and Mr. v Cipla Ltd., 148 (2008) D.L.T. 598 [Delhi High Court].
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application for interim injunction in a patent infringement suit that concerns a
patent for a life saving cancer drug. The Delhi High Court confirmed the approach
inAmerican Cyanamid in express terms though it rejected the application for interim
injunction on the grounds of balance of convenience not being in favour of the
plaintiff, on the basis of the harm caused to public interest. This decision is
important in particular for the reason that it deals with interim injunctions in patent
infringement and can form a crucial precedent for later decisions - perhaps even a
point of return to the approach in American Cyanamid. The sole problematic feature
of this decision is its reliance on Ramdev Food Products Pvt. Ltd. v. Arvindbhai
Ramhai Patel,22 in support of the approach in American Cyanamid.The reliance on
Ramdev Food Products is surprising since the decision in fact contradicts the
approach in American Cyanamid.

IV. THE ANTI-CYANAMID APPROACH
The decisions of the Supreme Court in Ramdev Food Products Pvt. Ltd. v.
Arvindbhai Rambhai Patel23 and Wander Ltd. v. Antox India Pvt. LtdY oppose the
approach adopted in American Cyanamid and advocate the use of pre-trial
appreciation of evidence to determine a primafacie case. The Supreme Court in
these decisions has stated that if the litigant seeking the interim injunction is able
to demonstrate a strong case in his favour, on the basis of affidavit and other
evidence prior to trial, and is able to establish a good chance of his success at trial,
then and in those circumstances alone does a primafacie case stand established.
In Ramdev Food Products Pvt. Ltd. v Arvindbhai Rambhai Patel, the
Supreme Court allowed an application for an interim injunction restraining the
use of a registered trademark on the basis that a prima facie case had been
demonstrated as the litigant had established his legal right to the trademark in
question. The Supreme Court held that the mere demonstration of a triable issue
or a serious dispute is not sufficient in all cases to constitute a primafacie case, and
that the litigant should produce additional evidence to establish his legal rights,
and prove the relative strength of his case in such circumstances. This observation
of the Supreme Court is surprising as it had considered the decisions in Colgate
Palmolive and American Cyanamid in the course of the decision, However, the error
22. Ramdev Food Products Pvt. Ltd. v. Arvindbhai Rambhai Patel, A.I.R. 2006 S.C. 3304
[Supreme Court].
23. Ramdev Food Products Pvt. Ltd. v. Arvindbhai Rambhai Patel, A.I.R. 2006 S.C. 3304
[Supreme Court].
24. Wander Ltd. v. Antox India Pvt. Ltd., (1990) Supp. S.CC. 727 [Supreme Court].
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m the decision of the Supreme Court in Ramdev Food Products becomes apparent
in light of its express reliance on SM Dyechem Ltd, and on its erroneous
interpretation of American Cyanamid,The Supreme Court, in Ramdev Food Products,
placed reliance on the incorrect proposition stated in SM Dyechem Ltd. that the
court must necessarily look into the comparable strengths of the cases of the litigants
in trademark matters. It is probable that this incorrect proposition, in SM Dyechem
Ltd., formed the basis for the inaccurate observation in Ramdev Food Products.
However, notwithstanding the possible sources of this inaccurate observation, the
decision of the Supreme Court in Ramdev Food Products is in conflict with the prior
decision of the Supreme Court in Colgate Palmolive and does not offer adequate
justification to oppose the approach adopted in American Cyananud and Colgate
Palmolive
In Wander Ltd. v. Antox India Pvt. Ltd., the Supreme Court rejected an
application for an interim injunction prohibiting the infringement of a trademark.
The Supreme Court held that the litigant seeking the interim injunction (Antox)
had not established a prima fade case as the prior use of the trademark in
question was not established on the basis of pre-trial evidence and the finding
of the lower court that Wander Ltd. had prior use of the trademark was still
unchallenged. The Supreme Court held that the litigant seeking the interim
injunction (Antox) had not established a legal right in the trademark on the
basis of pre-trial evidence and so there was no primafacze case established. The
decision of the Supreme Court in WanderLtd. was prior to the decision in Colgate
Palmolive and there was no precedent in express support of the approach
adopted in American Cyanamid at the time of the decision in Wander Ltd. The
prior decision of the Supreme Court in United Commercial Bank had adopted an
approach that was similar to the approach adopted in American Cyanamid but
had not considered and approved of the decision in American Cyanamid in an
express manner. Therefore, the Supreme Court followed the existing position
of law in India and decided the requirement of a primafacie case on the basis of
pre-trial evidence. The approach of the Supreme Court in Wander Ltd. and
several earlier cases decided on similar lines was in opposition to the approach
in American Cyanamid.

V. THE

PRO-CYANAMID PERSPECTIVE

Is

BETTER

It is clear that the interpretation of a prmaface case as a "triable issue" is
wider than the earlier interpretation of a primafacie case as a strong case in favour
of the litigant seeking the interim injunction on the basis of pre-trial evidence.
However, it is plain that a frivolous dispute would not fulfil the requirements of a
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bonafide dispute or triable issue. 5 However, the widened interpretation of a "prima
facie case" would permit litigants to obtain an interim injunction without the trouble
of going through a tedious process of appreciation of raw pre-trial evidence. It is
obvious that the approach in American Cyanamidopens the field of vision as far as
judicial standards governing interim injunctions are concerned, as it allows a judge
to look beyond mere untested affidavit and oral evidence and grant interim
injunctions on the basis of broader and more just considerations. It avoids time
consuming evaluations of the relative strengths of the cases of the litigants in most
cases and creates a more efficient method for the protection of litigants from
irreparable injuries in the course of litigation.

VI.

PATENT PROTECTION THROUGH INTERIM INJUNCTIONS -

THE CASE FOR INDEPENDENT AND MORE MODERATE JUDICIAL

STANDARDS
It is still undecided as to which of the above perspectives has found favour
with the Supreme Court, as there is substantial case law in favour of both
perspectives. It is plausible that the Supreme Court will not propose a definite
position on this issue in the near future and that judges shall follow a number of
diverse interpretations of the judicial standards governing interim injunctions.
The application of inconsistent standards for administering interim injunctions is
liable to hamper the establishment of an effective legal regime for the protection
of patents. Furthermore, due to the absence of favourable judicial standards for
the administration of interim injunctions in patent infringement litigation, the
potential of the patent law regime to provide meaningful legal protection for
patents is liable to be compromised to a large extent.
The mandate of protecting the rights of patent holders in a meaningful
manner can be satisfied through the adoption of a two-fold directive for the
administration of interim injunctions in patent infringement litigation - (i)
separating judicial standards governing interim injunctions in general from the
judicial standards governing interim injunctions in patent infringement litigation,
and (ii) administering interim injunctions in patent infringement litigation on the
basis of the more moderate judicial standards postulated in Amencan Cyanamid.

25. For a frivolous claim lacking proper legal basis being rejected as not constituting a
'pnmaface case' see United Commercial Bank v. Bank of India, A.I.R. 1981 S C. 1426

[Supreme Court]. This case does not refer to American Cyanamid but still decides the

matter as per the principles stated in American Cyanamid
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The principal justification for separating the judicial standards that govern
interim injunctions in usual civil litigation from the judicial standards that govern
interim injunctions in patent infringement litigation is that patent infringement
litigation is a special class of civil litigation in itself, and on that account should be
subject to different standards in respect of securing reliefs. The four features of
patent infringement litigation that distinguishes it from usual civil litigation are (i) the detailed and technical nature of the cases presented; (ii) the importance of
securing an interim injunction on an immediate basis to continue with litigation,
(iii) the scale of irreparable damage caused on account of the loss of patent rights;
and (iv) the greater impact of patent infringement litigation on public interest.
The first distinctive feature of patent infringement litigation is the detailed
and technical nature of such litigation that often requires a thorough analysis of
the scientific and technical aspects of the patent. The high degree of technical and
scientific expertise required to appreciate patent infringement litigation on merits
is a usual characteristic of such litigation and is absent in usual civil litigation. It is
natural that the burden on the litigant to establish a strong case in his favour on
the basis of oral and affidavit evidence is more onerous and difficult in patent
infringement litigation as compared to usual civil litigation. The imposition of
this considerable burden on the patent holder would be unfair as it would make it
far more difficult and prolonged to establish a pnma facze case and obtain an interim
injunction and the patent holder would lose a substantial portion of the value of
the patent in the process of obtaining the interim injunction.
The next distinctive feature of patent infringement litigation is the
importance of securing an interim injunction on an immediate basis to continue
with litigation. The need for an immediate interim injunction to continue with
litigation is due to the delicate nature of patent rights that can be rendered worthless
on account of even limited nfringement. It is obvious that a substantial portion of
the patent's value is attributable to the exclusive right of use and exploitation of
the subject matter of the patent that accrues to the patent holder. However, if there
is an infringement of that patent and the patent holder is unable to secure an
immediate interim injunction, substantial value of the patent will be lost on account
of the violation of the exclusive right of use and exploitation of the subject matter
of the patent during the course of litigation. Therefore, it is vital that interim
injunctions are secured on an immediate basis in patent infringement litigation.
The fundamental importance of interim injunctions in patent infringement
litigation is a unique and important feature of patent infringement litigation. If
the relief of interim injunctions is unique in its importance in patent infringement
litigation, it would then be ideal if interim injunctions in such litigation are
administered on the basis of independent and unique standards.
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The third distinctive feature of patent infringement litigation is the large
scale of irreparable damage caused on account of the loss of patent rights. The
cause of the large scale of irreparable damage is the loss of the tedious years of
research, extensive investment and planning that resulted in the patent. The loss
of investment and future plans for the exploitation of the patent along with the
potential profits derived from the patent cannot be compensated through monetary
damages in an appropriate manner. The principal problem in respect of using
monetary damages and not interim injunctions in patent infringement litigation
is that the quantification of the monetary damages in the case of a sustained
infringement of a valuable patent is impossible The factors that would require
consideration would include the costs of research, the loss of the market reputation
of the patent holder, the loss of the exclusive position of the patent holder in the
market, etc. The relief of interim injunction is critical in controlling the damage
caused to the patent holder on account of the infringement of the affected patent.
If an interim injunction is granted at an opportune time, the patent holder can
protect the patent without substantial loss of value. However, if the interim
injunction is not granted in an appropriate case, he stands to lose a substantial
part of the value of the patent.
The last distinctive feature of patent infringement litigation is the vital impact
that patent infringement litigation has on public interest and social justice. The
most valued and profitable patents registered as of present are in respect of vital
medicines, surgical tools, software, industrial applications, etc These patents are
a huge source of income for the patent holders, and are a result of large scale
investment in research. However, the products that these patents control are often
critical for various public purposes such as health, economic growth, etc. Therefore,
it is important that the issue of public interest be considered amidst all other
considerations in the course of patent infringement litigation. The crucial
importance of patent infringement litigation to the public at large requires that
the implementation of measures such as an interim injunction should be considered
from the perspective of public interest. Therefore, judicial standards governing
interim injunctions in patent infringement litigation should be independent from
those applied in usual civil litigation and should incorporate public interest
requirements as well.
The above arguments make it plain that patent infringement litigation is
a class in itself and requires different judicial standards in respect of interim
injunctions. However, the principal question is of the judicial standards
governing interim injunctions that are most suitable for patent infringement
litigation and ensure the sustained growth and vitality of the patent law regime
in India. The progressive interpretation of judicial standards governing interim
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injunctions, as suggested in American Cyanamid, is without doubt the most
suitable choice in this regard, as it protects the special needs of litigants in
patent infringement litigation and ensures the efficacious enforcement of patent
laws.
The judicial standards adopted in American Cyanamid governing interim
injunctions do not require litigants to establish a strong case in their favour on the
basis of pre-trial evidence as such a burden is unreasonable and onerous, on account
of the detailed and technical nature of patent infringement litigation. Furthermore,
the judicial standards in American Cyanamid are more moderate in nature and allow
for the securing of interim injunctions on the demonstration of a "triable issue" in
the litigation. This temperance of judicial standards allows for immediate interim
injunctions to be granted in patent infringement litigation and addresses the need
of litigants to secure immediate interim injunctions in order to pursue meaningful
litigation. The relative ease of securing interim injunctions also protects the litigants
from sustaining irreparable damage on account of the infringement of their patent
rights that would take place if interim injunctions were not granted on an immediate
basis.

VII. CONCLUSION
Notwithstanding the common judicial standards governing interim
injunctions in usual civil litigation, the unique nature of patent infringement
litigation justifies the establishment of distinct judicial standards to govern interim
injunctions in such litigation. Also, in light of the special needs of litigants in patent
infringement litigation, the more moderate judicial standards described in American
Cyanamid constitute the appropriate choice of judicial standards governing interim
injunctions in patent infringement litigation. It is probable that the administration
of interim injunctions will remain a vital part of the scheme of protection of patents
in India. Therefore, the adoption of more moderate judicial standards in respect
of administering interim injunctions in patent infringement litigation would ensure
better protection of patents and add teeth to the enforcement of patent laws in
India.
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